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DETAILED ACTION 
Claims 

Claims 1-18 are pending in the instant Office action. 

Information Disclosure Statement 

Acknowledgement is made of applicant's submitting an information disclosure 
statement on 6/8/2006. With the exception of those references which have been lined 
out, the submission is in compliance with the provisions of 37 CFR 1 .97. Accordingly, 
the information disclosure statement has been considered by the examiner. Reference 
EP 0988790 was not supplied and therefore was not considered. 

Foreign Priority 

Acknowledgement is made of applicant's foreign priority claim to German patent 
application 10358073.5 filed 12/10/2003. Receipt is acknowledged of papers submitted 
under 35 U.S.C. 1 19(a)-(d), which papers have been placed of record in the file. 

Claim Objections 

The claims are objected to because they include reference characters which are 
not enclosed within parentheses (i.e. formula I, formula II). The reference characters I, 
and II etc. need to be enclosed within parentheses. 

Reference characters corresponding to elements recited in the detailed 
description of the drawings and used in conjunction with the recitation of the same 
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element or group of elements in the claims should be enclosed within parentheses so 
as to avoid confusion with other numbers or characters which may appear in the claims. 
See MPEP§ 608.01 (m). 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification slnall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 2, 5, 11-15 and 18 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claim 10 provides for the use of the compounds I and II, but, since the claim 
does not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Dependent claim 5 and subsequent dependent claims 14-15 recite the limitation 
"applied simultaneously, that is jointly or separately, or in succession". Claim 5 is 
internally inconsistent because the parent claim, claim 4, indicates that compounds of 
formula I and II are in admixture. A mixture does not allow for separate or successive 
application of ingredients contained therein. There is insufficient antecedent basis for 
this limitation in the claims. 



Application/Control Number: 10/582,169 Page 4 

Art Unit: 1611 

Claims 2, 11-12 and accordingly dependent claims 13 and 18 recite "the 
compound of the formula I and the mixed product II in a weight ratio of from 100:1 to 
1:100." It is unclear whether the weight ratio refers to the mixed product II, or if the 
weight ratio refers to the ratio of a compound of formula I to mixed product II. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement tliereof, may obtain a patent tlierefor, subject to the 
conditions and requirements of this title. 

Claim 10 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claim 10 provides for the use of the compounds I and 1 1... for preparing a 
composition suitable for controlling harmful fungi, but, since the claim does not set forth 
any steps involved in the method/process, it is unclear what method/process applicant 
is intending to encompass. A claim is indefinite where it merely recites a use without 
any active, positive steps delimiting how this use is actually practiced. 

Claim 10 is rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results In an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101. See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill In the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 1-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pees et al. (WO 98/46607, as per Applicant's IDS). 



Application/Control Number: 10/582,169 Page 6 

Art Unit: 1611 

Applicants claim a fungicidal mixture which comprises the triazolopyrimidine 
derivative of formula I and dinocap, the mixed fungicide of formula II in a synergistically 
effective amount. 

Pees et al. teach triazolopyrimidine derivatives of formula I (instant formula I, see 
page 3, lines 5-15 and Example 2 on page 20 for preferred compound of instant claim 
1) to have enhanced systemic activity and enhanced fungicitoxity against rice diseases 
and powdery mildews (page 7, lines 8-11), namely for the control of phytopathogenic 
fungi (page 7 lines 13-19). Pees also teaches (page 1, lines 19-20) that structurally 
similar triazolopyrimidines are known to exhibit fungicidal activity against Plasmopara 
viticola, a member of the oomycetes class of fungi. Note particularly page 17, line 7 to 
page 19, line 2; especially page 17, line 19-22 states, "These mixtures of fungicides can 
have a broader spectrum of activity than the compound of general formula I [the 
triazolopyrimidine] alone. Furthermore, the other fungicide can have a synergistic effect 
on the fungicidal activities of the compound of general formula I." Pees discloses 
dinocap (page 17, line 31) as a possible other fungicide that can show a synergistic 
effect with the triazolopyrimidine derivative of question. 

Pees also teaches the use of the triazolopyrimidines as a fungicidal composition 
comprising the triazolopyrimidine derivative in the instant application and also said 
triazolopyrimidine alone or in admixture with multiple active ingredients (page 12, lines 
3-6 and 9-10 respectively) further comprising a liquid or solid carrier (page 12, lines 19- 
21), this reads on instant claims 3 and 13. Pees also discloses the method of using the 
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above mentioned fungicidal mixture to treat the fungi, soil, peat, plants, seeds etc. (page 
19, lines 3-12). 

Pees also teaches that the dose of fungicidal composition ranges from 0.01 to 10 
kg of active ingredient per hectare (page 15, line 12). This equates to a range of 10 to 
10,000 g/ha. This range of dosage amounts overlaps with the range disclosed by 
Applicant in claim 6, as well as the amount applied in claims 7, 9, 14 and 18 to seeds. 
In the case where the claimed ranges overlap or lie inside ranges disclosed by the prior 
art, a prima facie case of obviousness exists, see MPEP 2144.05. It would be within the 
purview of one of ordinary skill in the art to determine the necessary amounts of a 
particular fungicidal mixture necessary to exhibit maximum fungicidal effects in 
controlling harmful fungi at a particular locus of interest. 

The teachings of Pees differ from the instant invention in that Pees does not 
explicitly teach the combination of the triazolopyrimidine with dinocap, but rather 
suggests the possibility of this combination from a finite list. However, it would have 
been obvious to use dinocap in combination with the instant triazolopyrimidine to one of 
ordinary skill in the art at the time of the instant invention with a reasonable expectation 
of success because dinocap is listed with a finite number of identified, predicable 
solutions. Pees teach that triazolopyrimidines are functional as fungicides and also 
show synergy when used in combination with other known fungicides, including the 
fungicide dinocap. "It is prima facie obvious to combine two compositions each of which 
is taught by the prior art to be useful for the same purpose, in order to form a third 
composition to be used for the very same purpose.... [T]he idea of combining them 
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flows logically from their having been individually taught in the prior art." In re 
Kerkhoven, 626 F.2d 846, 850, 205 USPQ 1069, 1072 (CCPA 1980). 

Applicant's data in the specification has been considered. Because both Pees 
teaches synergistic effects of triazolopyrimidines with a large number of other known 
fungicides, there is a high expectation of synergy in the instant claimed combination. It 
could be reasonably argued that in most cases, additive or better than additive results 
should be expected for the combination of such fungicides to one of ordinary skill in the 
art. For the reason outlined above, claims 1-18 are deemed prima facie obvious in light 
of the teachings of the prior art and rejection under 35 U.S.C. § 103 is appropriate. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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Claims 1-18 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-15 of 
copending Application No. 11/596464. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the instant claims are drawn to 
a fungicidal mixture for controlling harmful fungi which comprises the triazolopyrimidine 
derivative of formula (I) and dinocap (II). The claims of copending application '464 are 
drawn to a fungicidal mixture for controlling harmful fungi which comprises a generic 
triazolopyrimidine which encompasses the instant triazolopyrimidine, in combination 
with a second active ingredient including dinocap (group N, claim 1). Subsequent 
claims are drawn to the same methods and composition ratios and amounts as instantly 
claimed. The difference between the invention of '464 and the instant invention is that 
'464 is broader and covers more possible fungicidal mixtures. However, the 
combination of the instant triazolopyrimidine and dinocap is a possible option from a 
finite number of possible combinations, therefore it is obvious. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Conclusion 

Claims 1-18 are rejected. No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kortney Klinkel, whose telephone number is (571)270- 
5239. The examiner can normally be reached on Monday-Friday 8am to 5pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sharmila Landau can be reached at (571)272-0614. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
KLK 

/Sharmila Gollamudi Landau/ 
Supervisory Patent Examiner, Art Unit 1611 



